Legal Advice for Exporters
A. 
Export Administration Regulations

(1)  What is an export?  Any item that is sent from the United States to a foreign destination is an export. 
(2)  Commerce Control List.  Items that fall into the following categories may require a license for export:  facilities and equipment, materials and chemicals, materials processing, electronics, computers, telecommunications and information security, sensors and lasers, navigation and avionics, marine, propulsion systems.
Examples of controlled items include commodities, software clothing, building materials, circuit boards, automotive parts, blueprints, design plans, and technical information. Low-technology consumer goods usually do not require a license.
(3)  Fines for export violations: the greater of $250,000, or twice the value of the transaction that is the basis of the violation (for each violation).

· Example.  Between February 2002 and May 2003, Aviacsa Airlines (Houston) failed to file Shipper’s Export Declarations for aircraft parts subject to export regulations, each valued at $2,500, on 75 separate occasions.  
· The Penalty:  Aviacsa Airlines was ordered to pay a fine of $450,000.
B. 
Intellectual Property
(1)  Background – Trademarks in the U.S.

· Trademark rights are acquired through commercial use of the trademark.  If the client has a website and sells over the internet, chances are that it already has “common law” rights over a substantial geographic area (within the U.S.).

· A federal trademark registration can secure rights throughout the U.S. and prevent geographic carve-outs. 

(2)  Background – Trademarks in the rest of the world.

· Trademark rights are granted on a first-to-file basis.
· Trademark rights are acquired exclusively through registration with the national Trademark Office (in most cases).  
· E.g., a client sells modest number of tools in France for 10 years using its brand, never registers it.  Orders take off.  A competitor registers the brand as its trademark first and begins selling tools under that brand.  

· Result?  The client is out of luck.  The national Trademark Office will refuse the client’s application if it tries to register the trademark.  Worse, the competitor could bring suit to stop the sale of the client’s genuine goods.

· “Famous” trademarks are excepted; cancellation actions (Japan) or passing-off actions (UK, Canada) may be available in some countries.
(3)  Advice to a client whose business expands overseas (Trademarks).

· Evaluate what countries are placing orders for the client’s products.

· Prioritize countries with large markets for the client.  The cost of filing a trademark is about the same from country to country, but the benefit of a trademark in the EU vs. Pakistan is going to be vastly different.

· Prioritize countries known to “pirate” trademarks, i.e. where third parties look for emerging brands and try to beat the genuine user to the Trademark Office.  These tend to be countries that are secondary markets (i.e. not the first place into which a business expands outside the U.S.) and in which it is cheap to file trademark applications.  Much of Latin America, Russia, and China fall into this category.

· File the client’s trademark as soon as practicable in the prioritized countries.  

(4)  General Advice (Trademarks)
· Foreign trademark offices don’t require commercial use of a trademark, so marks can be registered before sales are even made, if there’s a risk of trademark piracy in the importing country.

· Register a client’s trademark for a wider array of goods than it currently sells, in order to obtain a broader scope of protection and provide for likely areas of expansion in the future.

· One trademark application can cover the entire EU.  The EU is second biggest market after the U.S., so it’s probably a priority.

· China is a large, growing market, and it’s not expensive to file a trademark application there.  It should also be high on the list.

(5)  Other Intellectual Property
· Patents (technology)  If the client is already selling the product, it’s probably too late to file for a patent.  But if it’s important, consult a patent attorney.

· Copyrights (entertainment, software) can be registered anytime.  Register where the client might need to enforce it (and has the resources to do so).
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